The opinion in support of the decision being entered today was not witten for
publication and is not precedent of the Board.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TOSH AKI FUJI I,
TSUKURU SUZUKI
H DETOMO SUZUKI and
KAZUHI KO SAKAMOTO

Appeal No. 1997-1728
Application No. 08/424, 545

HEARD: OCTOBER 10, 2000

Before KIM.IN, PAK and DELMENDO, Adm nistrative Patent Judges.
DELMENDO, Admi ni strative Patent Judge.

REMAND TO THE EXAM NER
W return the subject application, in which we rendered a
deci sion on appeal under 35 U.S.C. § 134 on Cctober 27, 2000, ' to

t he exam ner for appropriate action on a paper filed by the

' W affirmed the examiner’s rejections in our Cctober 27,
2000 deci sion, but we designated our affirmance as a new ground
of rejection under 37 CFR 8§ 1.196(b) (1997) because we relied on
a newy cited prior art reference and the appellants’ admtted
prior art.
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appel l ants on Oct ober 20, 2000 and entitled “Information
Di scl osure Statenent Under 37 CFR 1.97” (Paper 23).

The above-identified information di scl osure statenent
i ncludes an attachnent which lists the foll ow ng:

(1) the present application; and

(2) copending Application No. 09/620,247 filed July 20,
2000.

Further, the information disclosure statement states as
foll ows:

No item of information contained in this information

di scl osure statenent was cited in a conmunication from

a foreign patent office in a counterpart foreign

application or, to the know edge of the undersigned,

havi ng made reasonable inquiry, was known to any

i ndi vi dual designated in 37 CFR 8 1.56(c) nore than

three nonths prior to the filing of this statenent.

On return of this application, we trust that the exam ner
wi ||l take appropriate action, including determ ning whether the
i nformation di sclosure statenent conplies with the requirenents
of the applicable version of 37 CFR 88 1.97 and 1.98, considering
the information to the extent that it is warranted, and notifying

t he appel | ants accordi ngly.
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This application, by virtue of its “special” status,

requires an i medi ate action.

1, Feb. 2000).

See MPEP § 708.01(D)(7th ed., Rev.

It is inportant that the Board be pronptly

i nfornmed of any action affecting our decision on appeal in this

case.

RHD: ki

REMANDED

EDWARD C. KI M.IN
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

ROVULO H. DELMENDO
Adm ni strative Patent Judge
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